
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/931,367 



08/16/2001 



20999 7590 09/22/2005 

FROMMER LAWRENCE & HAUG 
745 FIFTH AVENUE- 10THFL. 
NEW YORK, NY 10151 



Diet mar Schill 



450117-03511 



3593 



EXAMINER 



HASHEM, LISA 



ART UNIT 



PAPER NUMBER 



2645 

DATE MAILED: 09/22/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summarv 


Application No. 

09/931,367 


Applicant(s) 

SCHILL ET AL 


Examiner 

Lisa Hashem 


Art Unit 

2645 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address » 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MO NTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 28 June 2005 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) ^ Claim(s) 25-67 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) ___ is/are allowed. 

6) I3 Claim(s) 25-67 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be heid in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) H Notice of References Cited (PTO-892) 

2) O Notice of Drafts person's Patent Drawing Review (PT0-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) CD Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 09172005 



Application/Control Number: 09/93 1,367 Page 2 

Art Unit: 2645 

DETAILED ACTION 
Claim Objections 

1 . Claim 63 is objected to because of the following informalities: the phrase ' . . .transmitted 
configured and adapted for. . . ' is missing a comma (,) after transmitted and configured. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 25, 37, and 50 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter \ . . a uni- 
directional broadcasting information flow between a transmitting device and a receiving 
device.. . ' which was not described in the specification (e.g. pages 3 and 4 of the specification 
and the drawings) in such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the claimed invention. 

The specification on page 3 discloses that ' . . .the present invention provides an apparatus 
for accessing at least one additional service provided by at least one service provider, said 
apparatus comprising receiving means connectable via at least one service channel to said at least 
one service provider for receiving at least one additional service from said at least one service 
provider. . . \ The service provider is transmitting information to a receiving device based on the 
above description. Claims 25, 37, and 50 disclose a transmitting device and a service provider 
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transmitting information to a receiving device. Examiner assumes the transmitting device is the 
service provider. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claim 65 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. The limitations ' . . .a service ID and/or a service name and/or priority 
information. . . ' are indefinite. 

Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

7. Claims 25-33, 35-46, 48-59, and 61-65 are rejected under 35 U.S.C. 102(e) as being 
clearly anticipated by U.S. Patent Application Publication No. 2001/0053944 by Marks et al, 
hereinafter Marks. 

Regarding claim 25, Marks discloses a method of accessing one or more additional 
services (Fig. 17; e.g. programs, specials, channel 2, My-sidexxKXXX) temporarily included 
within a respective main service (Fig. 17; e.g. Top channel) provided by a respective service 
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provider or network affiliate (Fig. 17; e.g. FM station KXXX), by means of a uni-directional 
broadcasting information flow between a transmitting device (e.g. Internet audio site of a service 
provider) (section 0034, line 1 - section 0035, line 13) and a receiving device or control device 
(e.g. control device is a virtual device on a PC; Fig. 1; section 0031, lines 1-5 and lines 1 1-20; 
section 0032, lines 1-9), said method using a receiving device adapted to be connected to said 
respective service provider, (section 0036, lines 1-22) comprising the steps of: 
extracting from a main service uni-directionally broadcasted by said service provider presently 
received by said receiving device service information about at least one of said corresponding 
additional services (Fig. 17; e.g. programs, specials, channel 2, My-sidexxKXXX; section 0054, 
line 1 - section 0064, line 5); 

accessing at least one of said additional services about which service information was extracted 
according to said respective extracted service information (section 0061, lines 1-4); 
storing said extracted service information in said receiving device (section 0060, lines 12-23; e.g. 
in a xxHOMEPAGE or customized play list; section 0081, lines 1-15; section 0083, line 1 - 
section 0087, line 9); 

updating said stored service information each time the extracting step is executed (section 0086, 
lines 11-16). 

Regarding claim 26, the method according to claim 25, wherein Marks further discloses 
the extracting step further comprises extracting a service identification (e.g. Program channel) 
and a service name (e.g. Programs') of at least one of said additional services (section 0058, 
lines 1-15). 
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Regarding claim 27, the method according to claim 25, wherein Marks further discloses 
the extracting step further comprises extracting time information including transmission times of 
at least one of said additional services (section 0058, lines 1-15). 

Regarding claim 28, the method according to claim 25, wherein Marks further discloses 
the extracting step further comprises extracting service channel information of at least one 
additional service showing which service channel will be used when transmitting a 
corresponding additional service from a corresponding service provider via said service channel 
to said receiving device, respectively (section 0058, lines 1-15). 

Regarding claim 29, the method according to claim 28, wherein Marks further discloses 
the accessing step further comprises connecting said receiving device to at least one of said 
service channels according to said service channel information and said time information 
(section 0058, lines 1-15). 

Regarding claim 30, the method according to claim 25, wherein Marks further discloses 
activating said receiving device, or necessary parts thereof, for receiving a service during time 
intervals in which an additional service is transmitted from the corresponding service provider to 
said receiving device; and returning said receiving device or said parts thereof into the state 
before activation during the rest of the time, wherein said processes of activating and returning 
are carried out on the basis of said stored service information or said latest extracted service 
information (section 0059, lines 1-13; section 0095, line 1 - section 0096, line 24; section 0098, 
lines 1-9). 

Regarding claim 3 1, the method according to claim 25, wherein Marks further discloses 
managing the time order of different accessing processes, when said additional services assigned 
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thereto are transmitted at the same time to said receiving device, respectively, wherein said 
managing process is performed according to said stored service information or said latest 
extracted service information (section 0059, lines 1-13; section 0095, line 1 - section 0096, line 
24; section 0098, lines 1-9). 

Regarding claim 32, the method according to claim 25, wherein Marks further discloses 
subscribing to a service list containing entries representing available additional services of 
respective service providers, wherein said process of subscribing changes said stored service 
information (section 0095, line 1 - section 0096, line 24; section 0098, lines 1-9; section 0099, 
lines 1-15). 

Regarding claim 33, the method according to claim 30, wherein Marks further discloses 
if the receiving device is in its activated state, only accessing that additional services which are 
transmitted over service channels used by said main services presently received or that have a 
specific priority level (section 0059, lines 1-13; section 0095, line 1 - section 0096, line 24; 
section 0098, lines 1-9) 

Regarding claim 34, the method according to claim 32, wherein Marks further discloses 
the step of eliminating subscribed services in said service list which preferably have no specific 
priority level (section 0097, lines 1-9) if the power resources of said receiving device fall below 
a predetermined limit (period of inactivity) (col. 6, lines 1 1-20). 

Regarding claim 35, the method according to claim 25, wherein Marks further discloses 
the step of monitoring all additional services provided by a corresponding service provider 
during the time in which said receiving device receives a main service from said corresponding 
service provider (Fig. 17; section 0054, line 1 - section 0064, line 5). 
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Regarding claim 36, the method according to claim 25, wherein Marks further discloses 
the step of storing service data extracted from said at least one additional service, after having 
accessed them in the accessing step, in said receiving device, said stored service data being 
accessible (section 0060, lines 12-23; section 0081, lines 1-15; section 0083, line 1 - section 
0087, line 9; section 0098, lines 1-9). 

Regarding claims 37-46, 48, and 49, please see the rejections to claims (25 and 30), 26, 
27, 28, 29, 25, 25, 31, 32, 33, 35, and 36, respectively, to reject claims 37-49. 

Regarding claims 50-59, 61, and 62, please see the rejections to claims (25 and 33), 26, 
27, 28, 29, 25, 25, 30, 31, 32, 35, and 36, respectively, to reject claims 50-62. 

Regarding claim 63, Marks discloses a broadcast signal transmitted, configured, and 
adapted for transmission as a uni-direction information flow comprising a main service (Fig. 9; 
e.g. Top channel) from a respective transmitting device (e.g. Internet audio site of a service 
provider) (section 0034, line 1 - section 0035, line 13) of a service provider or network affiliate 
(Fig. 9; e.g. Supersurf) to a receiving device or control device (e.g. control device is a virtual 
device on a PC; Fig. 1; section 0031, lines 1-5 and lines 1 1-20; section 0032, lines 1-9) for 
providing said receiving device with a main service, the broadcast signal comprising: service 
information about at least one additional service provided by said service provider indicating 
how to access said at least one additional service; and time information about transmission times 
of said at least one additional service, wherein said time information is structured so that it 
comprises at lest one relative time to a full hour if said corresponding additional service is 
transmitted every hour, or at least one offset to the time of the beginning of the day plus at least 
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one repetition rate of said corresponding additional service (section 0095, line 1 - section 0096, 
line 24). 

Regarding claim 64, the broadcast signal according to claim 63, wherein Marks further 
discloses comprising service channel information (Fig. 9; e.g. £ My Surfing V) about at least one 
additional service showing which service channel will be used when transmitting an additional 
service from a service provider via said service channel to said receiving device, respectively 
(section 0095, line 1 - section 0096, line 24). 

Regarding claim 65, the broadcast signal according to claim 63, wherein Marks further 
discloses comprising a service ED and/or a service name and/or priority information of at least 
one service (section 0096, lines 1-24). 

Claim Rejections - 35 USC §103 

8. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. ' Claims 34, 47, and 60 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Marks as applied to claims 25, 37, and 50 above, respectively, and further in view of U.S. Patent 
No. 6,587, 127 by Leeke et al, hereinafter Leeke. 

Regarding claim 34, the method according to claim 32, wherein Marks further discloses 
the step of eliminating subscribed services in said service list which preferably have no specific 
priority level (section 0097, lines 1-9). 
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Marks does not disclose the step of eliminating subscribed services if the power resources 
of said receiving device fall below a predetermined limit. 

Leeke discloses a method of accessing at least one additional service temporarily 
included within a respective main service provided by a respective service provider (providing 
audio content), said method using a receiving device or client apparatus (Fig. 1 : 104, 106) 
adapted to be connected to said respective service provider (col. 4, lines 8-30 and lines 50-67), 
comprising the steps of: extracting from a main service (audio content available) presently 
received by said receiving device service information (events) about at least one of said 
corresponding additional services (content from special occurrences, conventions, 
announcements, news, and sports events); accessing (by a point-and-click operation) at least one 
of said additional services about which service information was extracted (selected) according to 
said respective extracted service information; storing said extracted service information in said 
receiving device (in the smart card of the receiving device; Fig. 1 : 140, 146); updating said 
stored service information each time the extracting step (selection) is executed (col. 8, lines 21- 
27; col. 10, lines 5-14; col. 14, lines 14-30). 

Leeke further discloses subscribing to a service list containing entries representing 
available additional services of respective service providers, wherein said process of subscribing 
changes said stored service information (col. 16, line 43 - col. 17, line 3; Fig. 14) and the step of 
eliminating subscribed services in said service list which preferably have no specific priority 
level if the power resources of said receiving device fall below a predetermined limit (period of 
inactivity) (col. 6, lines 11-20). 
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It would have been obvious to one of the ordinary skill in the art at the time the invention 
was made to modify the method of Marks to include the step of eliminating subscribed services 
if the power resources of said receiving device fall below a predetermined limit as taught by 
Leeke. One of ordinary skill in the art would have been lead to make such a modification to 
activate the receive device less frequently to save energy. 

Regarding claims 47 and 60, please see the rejection to claim 34 above, to reject claims 
47 and 60. 

10. Claims 66 and 67 are rejected under 35 U.S.C. 103(a) as being unpatentable over Marks 
in view of Leeke. 

Regarding claim 66, Marks discloses an apparatus or control device (e.g. control device is 
a virtual device on a PC; Fig. 1; section 003 1, lines 1-5 and lines 1 1-20; section 0032, lines 1-9) 
for accessing at least one additional service (Fig. 17; e.g. programs, specials, channel 2, My- 
sidexxKXXX) provided by at least one service provider or network affiliate (Fig. 17; e.g. FM 
station KXXX) by means of a uni-directional broadcasting information flow between a 
respective transmitting device of said at least one service provider (e.g. Internet audio site of a 
service provider) (section 0034, line 1 - section 0035, line 13) and a receiving device (e.g. 
control device is a virtual device on a PC) of said apparatus, said apparatus (see Fig. 1) 
comprising: receiving means connectable via at least one service channel to said at least one 
service provider for receiving and extracting at least one additional service from a main service 
uni-directionally broadcasted by said at least one service provider (Fig. 17; e.g. programs, 
specials, channel 2, My-sidexxKXXX; section 0054, line 1 - section 0064, line 5); a user 
interface (see Fig. 1) for informing a user and for controlling said apparatus by said user; and a 
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processing unit (e.g. PC) connected to said receiving means and to said user interface, the 
processing unit comprising: 

a service data memory means connected to said processing unit for storing service data extracted 
by said receiving means from said at least one additional service according to said service 
information (section 0060, lines 12-23; e.g. in a xxHOMEPAGE or customized playlist; section 
0081, lines 1-15; section 0083, line 1 - section 0087, line 9); and means for activating said 
receiving means and said processing unit or necessary parts thereof for receiving a service during 
time intervals in which an additional service is transmitted from the corresponding service 
provider to said receiving device, returning said receiving device or said parts thereof into the 
state before activation during the rest of the time, said processes of activating and returning beijig 
carried out on the basis of said stored service information or latest extracted service information 
(section 0059, lines 1-13; section 0095, line 1 - section 0096, line 24; section 0098, lines 1-9). 

Marks does not disclose a scheduler means, a service information memory means, and a 
wake-up control means. 

Leeke discloses an apparatus for accessing at least one additional service provided by at 
least one service provider (e.g. radio station), said apparatus (see Fig. 1) comprising: 
receiving means (Fig. 1, 126) connectable via at least one service channel to said at least one 
service provider for receiving at least one additional service from said at least one service 
provider (col. 4, lines 8-30 and lines 50-67; col. 8, lines 3-31); 

a user interface (see Fig. 2) for informing a user and for controlling said apparatus by said user; 
and a processing unit (Fig. 1, 122) connected to said receiving means and to said user interface, 
the processing unit comprising: 
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a scheduler means (e.g. scheduler or event manager) connected to said processing unit for 

controlling said process of accessing said at least one additional service; 

a service information memory means for (e.g. events category) storing service information 

needed by said scheduler means to control said apparatus (col. 8, lines 3-31); 

and a service data memory means (e.g. library category) inherently connected to said processing 

unit for storing service data extracted by said receiving means from said at least one additional 

service according to said service information, 

wherein said scheduler means comprises a wake-up control means connected to said receiving 
means and said processing unit for activating said receiving means and said processing unit or 
necessary parts thereof for receiving a service during time intervals in which an additional 
service is transmitted from the corresponding service provider to said receiving device (a 
notification sent of an event or program that may be of interest based on expressed interest of the 
user or monitoring user activity), returning said receiving device or said parts thereof into the 
state before activation during the rest of the time, said processes of activating and returning being 
carried out on the basis of said stored service information or latest extracted service information 
(see Fig. 1; col. 16, line 43 - col. 17, line 32; wherein the storing of information and scheduler 
means is stored in the smart card). 

It would have been obvious to one of the ordinary skill in the art at the time the invention 
was made to modify the method of Marks to include a scheduler means, a service information 
memory means, and a wake-up control means as taught by Leeke. One of ordinary skill in the 
art would have been lead to make such a modification to determine the transmission of an 
additional service. 
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Regarding claim 67, the apparatus according to claim 66, wherein Leeke further discloses 
a conditional access means to decrypt an encrypted service to permit access (col. 6, lines 36-43). 

Response to Arguments 

11. Applicant's arguments, see RCE, filed 6-28-2005, with respect to the rejection(s)of 
claim(s) 25-67 have been fully considered and are persuasive. Therefore, the rejection has been 
withdrawn. However, upon further consideration, a new ground(s) of rejection is made. Please 
see all rejections above. 

12. Accordingly, this action is NON-FINAL. 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: 

• U.S. Patent No. 5,941933 by Miyake et al disclose a uni-direction information flow from 
a respective transmitting device to a receiving device 

14. Any response to this action should be mailed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Or faxed to: 

(571) 273-8300 (for formal communications intended for entry) 

Or call: 

(571) 272-2600 (for customer service assistance) 
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15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lisa Hashem whose telephone number is (571) 272-7542. The 
examiner can normally be reached on M-F 8:30-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan tsang can be reached on (571) 272-7547. Any inquiry of a general nature or 
relating to the status of this application or proceeding should be directed to the Group 
receptionist whose telephone number is (571) 272-2600. 

16. Information regarding the status of an application may be obtained from the Patent 
Application Informatiop Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




lh 

September 19, 2005 
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